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Appellants hereby file this reply to address matters raised by the Examiner in the 
Examiner's Answer dated June 26, 2003 and to provide an overview of the arguments on appeal. 
Appellants will address these matters generally in the order raised by the Examiner in the 
Answer. For the convenience of the Board, Appellants have provided headers hereinbelow to 
delineate the particular issues. 

Grouping of Claims 

In Appellants' Brief on Appeal, it was noted that Appellants intended that the claims not 
stand or fall together. Opening Brief at 5. Indeed, as required by the rules, Appellants provided 
separate argument for independent claim 1 (including claims 2-8) at pages 10-18; claims 4 and 5 
were argued at page 18; claim 7 at pages 18-19. Claims 9-21 were addressed generally at pages 
19-21, with specific arguments with respect to claim 10 at page 21, claims 12-13 at page 22, and 
claims 22-24 at pages 22-23. Lastly, claims 15 and 25-28 were separately argued at pages 23-24. 

The Examiner apparently refused to consider the separate patentability of dependent 
claims, stating simply that the statement in the brief that certain claims do not stand or fall 
together "is not agreed with because claims 2-8 stand or fall with claim 1 due to dependency." 
Answer at 2. A similar statement was made by the Examiner with respect to other dependent 
claims. Id. In the "Response to Arguments" section of the Answer the Examiner failed to 
address individualized arguments with respect to dependent claims 4, 5 and 7, stating merely 
"[ii]ext, Claims 2-8 stand or fall with claim 1." Answer at 24. Similarly, with respect to other 
dependent claims, the Examiner again stated simply "[f]inally, claims 25-28 sand and fall with 
claims 1-8, 9-21 and 22-24." Answer at 25. This latter statement is particularly curious in that 
claims 1, 9 22 and 25 are all independent claims, and yet the Examiner is apparently somehow 
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taking the position that independent claim 25 (and claims 26-28 depending from claim 25) stand 
or fall with any or all of the other unrelated independent claims. 

In failing to consider the separate patentability of the separately-argued dependent claims, 
the Examiner has failed to satisfy his burden of presenting' substantial evidence of 
unpatentability. 

The Written Description Rejections 

With regard to the written description rejection, it has recently come to Appellants' 
attention that the scope of reexamination does not permit the Examiner to raise issues beyond 
validity over the prior art. See 37 C.F.R. § 1.552(a). Indeed, inquiries into issues of §112 are 
only permitted with respect to claims that are newly added during the reexamination. Id. This is 
clearly not applicable here. Accordingly, the Examiner's statements regarding written 
description must be disregarded. Appellants apologize for not having earlier brought this matter 
to the attention of the Examiner and the Board. 

In any event, if the Board is nevertheless of the opinion that the written description issue 
has been properly raised, Appellants believed that the issues surrounding the written description 
rejections of claims 2, 17 and 27 have been adequately briefed in Appellants' opening brief. We 
do, however, disagree with the Examiner's definition of "loan account," noting that the Examiner 
has failed to make of record of source of the "definition" of loan account relied upon by the 
Examiner. We would propose that a more appropriate definition of loan account is an account in 
which is maintained "money lent at an interest." See Webster's Ninth Collegiate Dictionary, 
Exhibit F. This definition more clearly demonstrates the close relationship between a loan 
account and a deposit account, and supports the Appellants position that these accounts are dealt 
with the in the patent specification interchangeably and whether something is a loan account or a 
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deposit account depends merely on ones vantage point: "money lent at an interest" by a bank 

might be considered a loan account to the bank, but "money lent at an interest" to secure a CD 

might be considered a loan account by the person purchasing the CD, and so on. 

Meaning of "responsive to a rate of inflation," "as a function of a rate of inflation" 
and "based on a rate of inflation " 

Resolution of the present appeal with respect to the broadest, independent claims, turns in 
large part on the meaning of the phrases "responsive to a rate of inflation," "as a function of a 
rate of inflation," and "based on a rate of inflation." It is clear from the Answer that the 
Examiner's position regarding obviousness is based on his broad reading of the claims as 
covering any functional relationship between past inflation and the amount of account 
adjustment. Answer at 23. He points out that the "features upon which Applicant relies 
(continuous function) are not recited in the rejected claims." Id. (The "continuous function" 
referred to by the Examiner is what Appellants characterize as a "one-to-one" correlation 
between inflation and the amount of adjustment.) In the companion reexamination, 90/005,841, 
the same Examiner conceded that the primary reference, Mukherjee et al, does not teach a one- 
to-one correlation ("[e]ven though MUKHRERJEE et al . [sic] employs a different function ...", 
Answer in '951 at 25). Thus, if the "responsive to a rate of inflation" phrases are limited to a 
one-to-one inflation adjustment, then no prima facie case of obviousness has been made. We 
submit, for the reasons set forth in the opening brief and as expanded upon below, that the PTO 
is bound to consider the claims as limited to a one-to-one correlation, thus clearly distinguishing 
the claims from the system described by Mukherjee et ah 

In Appellants' opening brief, Appellants presented evidence and argument as to the 
meaning of the phrase "responsive to a rate of inflation," found in claims 1-8, and the related 
phrases employed in the remaining claims. Evidence was presented that the "responsive to a rate 
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of inflation" phrase was specifically defined in the specification to mean "directly responsive" 
and that the Examiner was required, under In re Zletz, 13 USPQ2d 1320 (Fed. Cir. 1989), to 
adhere to this definition. It was Appellants position that the phrase "directly responsive" 
requires a one-to-one correlation between the particular indicator of inflation and the amount that 
the account in question was adjusted for inflation, and that Mukherjee did not meet this 
limitation for reasons reviewed extensively in the opening brief. 

Moreover, Appellants presented evidence that the United States District Court for the 
Western District, in the case of Trans Texas Holdings Corp. v. Pacific Investment Management 
Company, Civ. Act. No. A99CA658SS, had construed the phrases "responsive to a rate of 
inflation" and "as a function of the rate of inflation," found in current claims 1-8, to mean 
"directly responsive" to prior actual inflation. Exhibit D at 11-12, 15-16. Furthermore, it found 
the phrase "based on a rate of inflation," found in claims 9-28, requires the "rate of return to be 
directly related to the rate of inflation." Id. at 12, 16. Furthermore, the District Court observed 
that "'responsive to a rate of inflation ... clearly imparts a one-to-one correlation." Id. at 12. A 
final judgment has been entered by the Western District of Texas in the Trans Texas case. 
Exhibit G. 

In response, the Examiner simply stated - without support, without evidence and without 
reasoning - that Mukherjee meets the "directly responsive" limitation. Answer at 23. Such 
conclusory argument without meaningful response cannot be considered to meet the substantial 
evidence requirement. 

Furthermore, the Examiner failed to in any way address the evidence of the District 
Court's Markman determination. However, we submit that this Markman determination is 
binding on the present reexamination proceedings. See Exhibit H, In re Freeman, 30 F.3d 1459, 
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3 1 USPQ2d 1444 (Fed. Cir. 1994). Freeman was a reexamination case as well, where the patent 
claims had been previously construed by a district court. During the subsequent reexamination 
proceedings, the patentee attempted to argue that the claim construction was not binding on the 
reexamination proceedings. On appeal, the PTO Board of Appeals believed that the claim 
construction proffered by the district court was too narrow, but found that it was bound by the 
district court's determination. Id. at 1464. ("...[the Board] found itself 'constrained to accept 
the court's interpretation of the claim language...'")- Thus > the Federal Circuit found that the 
issue for determination in Freeman was . .whether the Board was bound by the interpretation of 
the reissue claim by the district court, as it held it was." Id. at 1465. The court, relying on 
principles of issue preclusion, concluded that the Board was correct in its determination that it 
was bound by district court's claim construction. Id} 
Claims 1-8 

Applying the above claim construction to claims 1-8, it is evident that Mukherjee does 
not render the subject matter of these claims obvious, for the reasons stated in the opening brief. 
The Examiner's response assumes a broader interpretation and does not address the narrower 
interpretation argued by the Patent Owner. 

We would further point out that claims 1-8 require both a deposit account and a loan 
account, and that BOTH be directly responsive to a rate of inflation. The Examiner's Answer, 
while somewhat difficult to understand, apparently relies on two separate excerpts from 



1 The Court of Appeals for the Federal Circuit has very recently followed the Freeman decision in an unpublished 
decision involving the failure of a patentee in reexamination to bring an earlier Markman determination of the 
claims at issue to the reexamination examiner's attention. See Exhibit I, Marlow Industries, Inc. v. Igloo Products 
Corp., 2003 U.S. App. LEXIS 10407 (Fed. Cir. 2003). Notably, the Marlow court characterized Freeman as 
holding "that the Board was bound by the district court's prior interpretation" of patent claims under the doctrine of 
issue preclusion. While Marlow is not citable as precedent, it nevertheless is illustrative of the Federal Circuit's 
willingness to follow Freeman. 
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Mukherjee, one at page 50, paragraph 3, and one at page 68, top two paragraphs, in support of its 
contention that both the loan account and deposit account elements are met. 

With respect to the page 50 excerpt, we refer the Board to our argument in the opening 
brief at pages 12-14, where we explain how these particular loan accounts are in no way directly 
responsive to inflation as required by the claims. With respect to the page 68 excerpt, we would 
point out both that there are two types of loan accounts referred to in this paragraph, those from 
the "Post Office Bank" and those from "all other banks." With respect to the Post Office Bank 
loans, those are clearly not directly responsive to inflation — there is no one-to-one correlation — 
because they were only tied "25 per cent to the cost-of-living index." Similarly, with respect to 
the "all other banks," these also are not directly responsive to inflation in that the bank simply 
applied an index surcharge to loan accounts that reflected the percentage of that banks deposit 
accounts that were indexed. Thus, where the bank had one- fifth of its deposits in indexed 
accounts there was an index surcharge of one-fifth the rate of inflation on all of its loans - again, 
no one-to-one correlation between inflation and adjustment of any one loan account. 

As for the relevance of Musmanno, the Examiner again fails to explain how the account 
management software of Musmanno is in any way relevant to the subject matter of the present 
claims. Simply stating, in a conclusory fashion, that Musmanno is relevant does not make it so. 
The Patent Owner had argued in the opening brief that Musmanno failed to teach software 
applicable to the management and indexed-adjustment of indexed accounts, that instead, 
Musmanno was concerned with a different type of account, the so-called Cash Management 
Account. 

In response to this argument, the Examiner comes forward with two arguments, first, that 
mere automation does not lend patentability where it achieves the same result, citing In re 



25323139.1 



Fenner, 262 F.2d 91, 95 (CCPA 1958) [sic, In re Venner] and, second, that the present claims are 
not limited to the particular software taught in the specification. Answer at 5, 23. 

Regarding the "mere automation" argument, we submit that the Answer misses the point. 
If in fact all that had been done was a computer automation of the precise indexed accounts 
described by Mukheqee, then we would agree that that in itself would not be patentable. 
However, here it is the automation that permits and enables the presently claimed systems that 
are clearly different from the Mukherjee prior art systems, and that have the particular advantage 
of being directly responsive to inflation. The Venner case is distinguishable - unlike the 
situation here, that case involved an automation of the precise system found in the prior art. 

Similarly, in response to the Examiner's added argument that the present claims are not 
limited to the precise software taught in the specification, we would agree that the claims are not 
so limited. However, we would point out that each of the four software embodiments described 
in the patent specification do provide a specific teaching of how to manage accounts that are 
"directly responsive," etc., to a rate of inflation and, for reasons discussed above, this is an 
element of all of the claims. Notably, Musmanno provides no relevant teaching on this point. 

Claims 4 and 5 

We would again point out that there has not been shown a loan accrual component that is 
directly adjusted according to inflation as required by the Western District's Markman ruling. 
Claim 7 

The Answer implicitly recognizes that due to the "no withdrawal for one year" feature of 
the Mukherjee accounts, they are not "payable on demand" as required by claim 7. Yet, the 
Answer invites the Board to find, without providing any substantial evidence, that "on demand" 
features are "notoriously well known." Answer at 8. Alternatively, the Answer suggests — 
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without any supporting teaching in the art — that it would have been obvious for a financial 
institution to simply drop the one-year hold requirement of Mukherjee "in order to attract 
depositors." Answer at 24. 

The Patent Owner declines to concede in any fashion that "on demand" features are 
notoriously well known, or even known at all, with respect to the indexed accounts of the 
claims, and is also unwilling to in any way concede — without some showing in the prior art— 
that a financial institution be motivated to simply drop the one-year wait requirement of 
Mukherjee. If the Examiner had personal knowledge that he was relying on, this should have 
been made of record by affidavit as required by 37 C.F.R. § 1 .104(d)(2). 

Claims 9-21 

With respect to claims 9-21 generally, the Patent Owner believes that the foregoing 
comments are equally applicable. 
Claim 10 

Claim 10 requires periodic accounting for at least a portion of the rate of return of the 
financial instrument to the allocated funds. The Answer responds with what appears to be an 
inherency argument - that there must have been periodic accounting in order to satisfy bank 
regulators. The Patent Owner will not concede that the Answer's position is correct - it may 
well have been that accounts holders received information about their accounts "on demand" 
only when they requested the information, and it may well have been that they were not 
periodically notified by the financial institution. In any event, there is no substantial evidence to 
support a rejection of the additional subject matter of dependent claim 10. 
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Claims 12 and 13 

The Patent Owner will refer the Board to the argument with respect to these claims found 
in the opening brief at page 22. It does not appear as though the Answer provides a response to 
the arguments set forth in the opening brief with respect to claims 12 and 13. 

Claims 22-24 

The Patent Owner will incorporate by reference the arguments made above as equally 
applicable to the subject matter of claims 22-24. Furthermore, we refer the Board to the 
argument with respect to claims 22-24 found in the opening brief at page 22-23. We have been 
unable to identify any response in the Answer to the arguments found in our opening brief. 

Claims 15 and 25-28 

With respect to claims 15 and 25-28, the Patent Owner will rely on the arguments 
contained in the opening brief at pages 23-24, as well as the above comments, which are 
incorporated by reference here. The Answer apparently declines to respond to the particular 
arguments contained in our opening brief, opting instead to take the erroneous position that 
"claims 25-28 stand and fall with claims 1-8, 9-21 and 22-24." Answer at 25. 

Conclusion 

In light of the Patent Owner's opening brief and the foregoing comments and 
observations, the Board is respectfully requested to overrule the Examiner's rejections of the 
claims on the basis that there is no substantial supporting evidence. 

Please date stamp and return the enclosed postcard to evidence receipt of this document. 
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FULBRIGHT & JAWORSKI 

600 Congress Avenue, Suite 2400 

Austin, Texas 78701 

(512) 536-3055 

(512) 53(6-4598 (facsimile) 

Date: August 25, 2003 



David L. Parker 
Reg. No. 32,165 

Attorney for Patent Owner/Appellants 
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APPENDIX 2 (cont) 
EXHIBITS 



Exhibit F - Dictionary definition of "loan." 

Exhibit G - Final Judgment in Trans Texas Holdings Corp. v. Pacific Investment 
Management Company, Civ. Act. No. A99CA658SS. 

Exhibit H - In re Freeman, 30 F.3d 1459,31 USPQ2d 1444 (Fed. Cir. 1994) 

Exhibit I - Marlow Industries, Inc. v. Igloo Products Corp., 2003 U.S. App. LEXIS 
10407 (Fed. Cir. 2003) 
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m THE UNITED STATES DISTRICT COURT . 
FOR THE WESTERN DISTRICT OF TEXAS : AH " - ! ' 

AUSTIN DIVISION „. ... . :«;T com 




<:,.• GiTtCE 
\_J OEfiCDC 



TRANS TEXAS HOLDINGS § 
CORPORATION, § 

§ 

Plaintiff, § 

§ 

v. § Civil Action No. A99CA 658 SS 

§ 

PACIFIC INVESTMENT MANAGEMENT § 
COMPANY, § 

§ 

Defendant. § 



ORDER OF DISMISSAL WITH PREJUDICE 



Having been advised that this matter has been settled and compromised by the 
parties, the Court hereby GRANTS the Agreed Motion for Dismissal With Prejudice. 

IT IS THEREFORE ORDERED and ADJUDGED that this case and all claims 
herein are DISMISSED WITH PREJUDICE. Costs are hereby taxed against the party 
incurring them. 

Signed this day of Qj^U^A*^ _, 2000. 







LEXSEE 30 F3D 1459 
IN RE JERRE M. FREEMAN 
93-1449 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
30F.3d 1459; 1994 U.S. App. LEXIS 17024; 31 U.S.P.Q.2D (BNA)1444 
July 12, 1994, Decided 



PRIOR HISTORY: 1**1] Appealed from U.S. Patent 
and Trademark Office. Board of Patent Appeals and 
Interferences. Serial No. 90/001,235 

DISPOSITION: AFFIRMED. 

LexisNexis (TM) HEADNOTES - Core Concepts: 



COUNSEL: Bradfor E/Kile, Baker & McKenzie, of 
Washington, D.C., argued for appellant. With him on the 
brief were Ruffin B. Cordell and Stuart M. Weitz. 

Murriel E. Crawford, Associate Solicitor, Commissioner 
of Patents and Trademarks, of Arlington, Virginia, 
argued for appellee. With her on the brief were Fred E. 
McKelvey, Solicitor and Lee E. Barrett, Associate 
Solicitor. 

JUDGES: Before RICH, PLAGER, and SCHALL, 
Circuit Judges. 

OPINIONBY: RICH 

OPINION: 1*1461 J RICH, Circuit Judge. 

Dr. Jerre M. Freeman appeals from the March 22, 
1993 decision of the Board of Patent Appeals and 
Interferences (Board) of the United States Patent and 
Trademark Office (PTO) sustaining the Examiner's 
rejection of claims 1 0-2 1 of Reexamination No. 
90/001,235 (the '235 application) nl under 35 U.S.C. § 
305 as impermissibly broadening the scope of the claims 
in a reexamination proceeding. n2 We affirm. 



nl Reexamination No. 90/001,235, filed on 
May 8, 1987, is a reexamination of Reissue 



Patent No. 31,640 issued on August 7, 1984 
from application Serial No. 44,032 filed on May 
31, 1979, which is a reissue of U.S. Patent No. 
4,077 fill issued on March 7, 1978 from 
application Serial No. 666,651 filed on March 15, 
1976. 1**2] 



n2 The rejections under 35 U.S.C. § § 
102(b), 103, and 112, first paragraph, addressed 
in the Board's opinion, are not at issue in this 
appeal. 

L BACKGROUND 

A. The Invention 

Claims 10-21 of the '235 application are directed to 
an intraocular lens device (IOL) implanted into a human 
eye after the eye's natural lens affected with cataract has 
been surgically removed The implanted device consists 
of an artificial lens and attached posts or threads, called 
haptics, used to attach the lens to the eye and hold the 
lens in place. Of the claims at issue, claims 10, 14, 15, 
19, 20, and 21 are independent Claim 10 is 
representative and recites: 

1 0. An intraocular lens device for 
implantation into a human eye, said lens 
device comprising: 

an optical lens suitable for replacing a 
human crystalline lens, said optical lens 
having a mean density greater than the 
density of the aqueous humor of the 
human eye; and 
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support means comprising a loop 
member attached to said lens at at least 
one end thereof and extending away from 
said optical lens posterior to the [**3] 
iris of a human eye for providing a 
plurality of support f*1462] points at 
least within the posterior chamber of the 
human eye to radially position the optical 
lens generally upon a central optical axis 
of an eye and to hold said optical lens in 
place when implanted into the human eye, 
said support means having a density less 
then the density of the aqueous humor of 
the eye for providing at least a degree of 
buoyant uplift force to said optical lens 
when said intraocular lens device is 
implanted into the human eye even 
though the overall intraocular lens device 
is neither neutrally buoyant or positively 
buoyant in the aqueous humor of a human 
eye. (underlining represents claim 
amendments in the f 235 application). 

B. Relevant History 

Dr. Freeman's original Patent No. 4,077,071 (the 
'071 patent) issued with claims 1-9. His Reissue patent 
No. 31,640 (the reissue patent) issued with original 
claims 1-9 and new claims 10-22. On October 5, 1984, 
Dr. Freeman sued the Minnesota Mining and 
Manufacturing Company (3M) alleging infringement of 
certain claims of the reissue patent, including claims 10, 
11, and 21 at issue here. On May 8, 1987, 3M filed a 
request for reexarnination |**4J of the reissue patent 
which was granted by the PTO. However, the PTO sua 
sponte suspended the reexamination proceeding upon 
commencement of the infringement trial. n3 



h3 The PTO is no longer authorized to stay 
reexamination proceedings based on pending 
civil infringement litigation. Ethicon, Inc. v. 
Quigg, 849 F.2d 1422, 7 USPQ2d 1152 (Fed. 
Cir. 1988). 

The trial court held that the asserted claims of the 
reissue patent were invalid and not infringed by 3M's 
IOLs. Freeman v. Minnesota Mining and Mfg. Co., 693 
F. Supp. 134, 9 USPQ2d 1111 (D. Dei 1988). In its 
discussion of infringement, the district court addressed 
the phrase "at least a degree of buoyant uplift" in claims 
10, 11, and 21 of the reissue patent stating that "most of 
the trial involved interpreting this phrase and attempting 
to distinguish it from [other language] of Claim 1." 
Freeman, 693 F. Supp. at 142, 9 USPQ2d at 1119. [**5] 



The district court also noted the different interpretations 
of this phrase advanced by the parties: 

Freeman argues that the phrase means the 
result of adding any amount of buoyant 
support materials, thus reducing the 
density and weight of the device by any 
amount, even if the reduction is not to a 
state of neutral buoyancy. 3M, on the 
other hand, argues that an object with 
buoyant uplift must possess neutral or 
positive buoyancy. It further contends that 
the phrase "at least a degree of means a 
small amount of buoyant uplift, rather 
than something that changes the definition 
of "buoyant uplift." 

Id. 

After discussing the specification, the prosecution 
history, and the testimony of the experts, the trial court 
concluded that "3M's interpretation is the correct 
meaning of the phrase. Thus, buoyant uplift' requires at 
least neutral buoyancy." Id. The district court stated that 
such an interpretation was supported by the specification 
and by the Examiner's belief that merely reducing the 
density of the IOL device did not necessarily produce the 
claimed buoyant uplift, as argued by Dr. Freeman. The 
court also opined that such an interpretation gave 
"meaning to the claims." [**6] Freeman, 693 F. Supp. 
at 144, 9 USPQ2d at 1121. 

Based on this claim interpretation, the district court 
held that 3M did not infringe claims 10, 11, 21, or 22. 
Specifically, the district court stated: 

None of the IOLs infringe any of the 
reissue claims, however, because none of 
them have support or buoyancy means 
that provide at least a degree of buoyant 
uplift to the lens. . . . If the Court were to 
construe these claims broadly, as Freeman 
desires, to cover any reduction in weight 
due to the addition of buoyancy means, 
then all of the IOLs would infringe 
Claims 21 and 22, and all but Style 70 
would infringe Claims 10 and 11. . . . 
However, because the Court has found 
this construction to be improper, none of 
the IOLs infringe claims 10, 1 1, 21, or 22. 

Freeman, 693 F. Supp. at 145, 9 USPQ2dat 1121-22. 

Dr. Freeman appealed the judgment of the district 
court to this court and argued that the district court's 
above finding of noninfringement [*1463J was based on 
a misinterpretation of claims 10, 11, 21, and 22. Dr. 
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Freeman argued as he did in the district court that the 
phrase "at least a degree 1**7) of buoyant uplift" is 
satisfied if the support means itself (as distinguished 
from the entire IOL device) is buoyant in the aqueous 
humor, thereby imparting a "degree of buoyant uplift" to 
the lens and making the implant lighter than the lens by 
even the smallest degree. 

This court, on appeal, affirmed the district court's 
finding of noninfringement and held that the district 
court's interpretation of the claims was not erroneous and 
that the court's finding of no infringement was not clearly 
erroneous. The holding of invalidity was vacated. 
Freeman v. Minnesota Mining & Mfg. Co., 13 USPQ2d 
1250, 1252 (Fed Cir. 1989) (non-precedential), reh'g 
denied, 1989 US. App. LEXIS 14,958 (Fed. Cir. Sept. 30, 
1989), cert, denied, 494 U.S. 1070, 1071, 108 L. Ed. 2d 
794, 110 S. Ct. 1794 (1990). 

C, The Rejection 

The reexamination, which as stated above was 
stayed upon commencement of trial in the district court, 
was resumed after conclusion of the appeal and the 
Examiner finally rejected claims 10-21 of the '235 
application under 35 U.S.C. § 305 [**8] as 
impermissibly seeking to enlarge the scope of the claims 
as interpreted by the district court. 

The Examiner's Answer stated that 

the reissue claims [10-21] are considered 
to be limited to IOLS [sic] ("intraocular 
lenses") that possess either neutral 
buoyancy or positive buoyancy and would 
float in the aqueous humor whereas the 
amended claims [10-21] would also 
encompass IOLS [sic] which possess 
negative buoyancy and would sink in the 
aqueous humor thereby enlarging the 
scope of the claims. [Emphasis in 
original.] 

In response to Dr. Freeman's argument mat the 
reexamination claims were not broadened in scope and 
that any broadening of the patent claims occurred during 
reissue, as permitted by the reissue statute, the Examiner 
contended that 

the reissue record indicates that the 
Examiner believed one does not produce 
"buoyant uplift" solely by reducing the 
density of an object, but would possess a 
"buoyant uplift" or "at least a degree of 
buoyant uplift" if the object had a density 
less than or equal to the density of a fluid 
and would tend to be weightless rather 



than seek a position at the lowermost level 
in the fluid. Therefore, it obviously 
follows [**9] that the interpretation given 
by the Examiner is that the terms 
"buoyant uplift" or "at least a degree of 
buoyant uplift" covered lenses that 
possess either neutral or positive 
buoyancy and would float in the aqueous 
humor. In addition appellant did not 
contest this interpretation at the time of 
allowance and the District Court also 
agreed with this interpretation . . . Thus, 
the added limitations related to the 
buoyant uplift force to the optical lens 
including an IOL device which is neither 
neutrally buoyant or positively buoyant 
affectively [sic] covers lenses which also 
sink in the aqueous humor and would be 
broader than the original reissue claims 
which were interpreted by the Examiner 
and the District Court to cover only lenses 
which were weightless and would float in 
the aqueous humor. [Emphasis in 
original.] 

Dr. Freeman appealed the Examiner's rejection to 
the Board. 35 U.S.C. §§ 306. 134. 

D. The Board Decision 

The Board affirmed the Examiner's rejection of 
claims 10-21 under 35 U.S.C. § 305 as impermissibly 
broadening the reexamination claims. However, the 
Board did not agree with [**10] the interpretation of 
reissue claims 10, 1 1, 21, and 22 by the district court and 
affirmed by this court. Specifically, the Board stated: 

The claims (10-22) added during the 
reissue proceeding do not, ... in our 
view, either explicitly or implicitly 
include or require the intraocular lens 
device (i.e., the optical lens and the 
support loops) to possess a neutral or 
positive buoyancy . . . The scope of the 
claims sougjit in the reissue always 
indicated the lens device was to have a 
degree of buoyancy which [*1464] was 
something less than that achieved by the 
situation wherein the overall mean density 
of the lens device was substantially that of 
the aqueous humor of the eye as recited in 
the original claims. 

For this reason, the Board explained, "the phrase 
'even though the overall intraocular lens device is neither 
neutrally buoyant or positively buoyant in the aqueous 
humor of the human eye' (claim 10) and similar language 
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[in the other independent claims at issue] should not be 
perceived as constituting an enlargement of the scope of 
these claims." (Emphasis in original.) The Board stated 
its disagreement with the interpretation of the claims by 
the district court and went so far as to say that 

"the District Court's finding and holding with respect to 
the limitation 'at least a degree of buoyant uplift' ... is 
totally contrary to what the appellant always intended the 
limitations to denote." 

In spite of its disagreement with the district court's 
interpretation of the claims, the Board, however, 
affirmed the Examiner's rejection under § 305 because it 
found itself to be "constrained to accept the court's 
interpretation of the claim language of the reissue claims 
10-21." In accepting that interpretation, the Board stated 
that 

it follows that the amendatory language 
now at issue which the appellant has 
added to these claims, seeking to 
reestablish the appellant's original intent 
as to the scope of the claims of the reissue 
and what they were intended to cover 
(i.e., something less than neutral 
buoyancy) is a broadening of the reissue 
claims and inappropriate at this time. 

Dr. Freeman appealed the Board's decision to this 
court. We have jurisdiction under 28 U.S.C. § 
/295(a)(4)(A). 

II. DISCUSSION 

A. 

The Rejection Under 35 U.S.C § 305 

35 US.C. § 305, 1**12] entitled "conduct of 
reexamination proceedings" sets forth in part that "no 
proposed amendment or new claim enlarging the scope 
of a claim of the patent will be permitted in a 
reexamination proceeding." Whether amendments 
enlarge the scope of a claim is a matter of claim 
construction. Claim construction is a question of law 
which we review de novo. In re Donaldson Co., Inc., 16 
F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994) (in banc). 

A claim is enlarged if it includes within its scope 
any subject matter that would not have infringed the 
original patent Ex parte Neuwirth, 229 USPQ 71 (PTO 
Bd. Pat App. & Int'f 1985) (addition of "substantially" to 
the word "rounded" in a claim constitutes a broadening 
of the claim in contravention of 35 U.S.C. § 305). 

The test for when a new claim enlarges the scope of 
an original claim under § 305 is the same as that under 
the two-year limitation for reissue applications adding 
enlarging claims under 35 U.S.C § 251, last paragraph. 



Chisurn, 11.07[4][d] n.25 (1993); In re Yamamoto, 740 
F.2d 1569, 1572 t 222 USPQ 934, 937 (Fed. Or. 1984). 
1**13] In the reissue context this court has stated that 

a claim of a reissue application is broader 
in scope than the original claims if it 
contains within its scope any conceivable 
apparatus or process which would not 
have infringed the original patent ... A 
claim that is broader in any respect is 
considered to be broader than the original 
claims even though it may be narrower in 
other respects. 

TillotsonLtd. v. Walbro Corp., 831 F.2d 1033, 1037 n.2, 
4 USPQ2d 1450 t 1453 n.2 (Fed. Or. 1987). 

In essence, the Board held here that amendments 
during reexamination to the final clause of the 
independent reissue claims 10, 14, 15, 19, 20, and 21 
broadened the scope of. these claims in light of the 
interpretation of claims 10, 1 1, 20, and 21 by the district 
court and affirmed by this court. Dr. Freeman argues on 
appeal that the amendments to the independent claims do 
not broaden the scope of these claims because the 
additional claim language necessarily further limits the 
scope of the claims. 

However, we cannot agree with Dr. Freeman that 
simply because he added words to his claims that those 
claims are further narrowed [*1465J in scope. The 
English [**14J language is not that simple. Rather, 
given the interpretation of the district court during the 
infringement litigation, it is clear that the amendments to 
the independent claims during reexamination attempt an 
end run around the interpretation there that the claims are 
limited to at least overall neutral buoyancy. As much was 
admitted by Dr. Freeman who stated during prosecution 
that the claims were amended to be consistent with his 
intent in reissuing the application, but with the benefit of 
knowing how the claims could be "misconstrued!" 

Specifically, independent claim 10 was amended to 
recite "even though the overall intraocular lens device is 
neither neutrally buoyant or positively buoyant in the 
aqueous of a human eye." Independent claims 14, 15, 20, 
and 21 were similarly amended. Independent claim 19 
was amended to recite reducing "the overall mean 
density of the intraocular lens device from being 
negatively buoyant" Thus, the amended claims include 
within their scope a device with an overall negative 
buoyancy, something explicitly found by the district 
court to be outside of the scope of reissue claims 10, 11, 
and 21. n4 We accordingly agree with the Board that the 
amendments [**15J made during reexamination enlarge 
the scope of the reissue claims as interpreted by the 
district court. The issue therefore becomes whether the 
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Board was bound by the interpretation of the reissue 
claims by the district court, as it held it was. 



n4 We note that independent claims 14, 15, 
and 19 were not specifically addressed by the 
district court. However, each of these claims 
includes the phrase "buoyant uplift" specifically 
addressed by the district court and found to 
require at least neutral buoyancy of the overall 
IOL. 

B. 

Issue Preclusion 

Under the doctrine of issue preclusion, also called 
collateral estoppel, a judgment on the merits in a first suit 
precludes relitigation in a second suit of issues actually 
litigated and determined in the first suit. Lawlor v. 
National Screen Serv. Corp., 349 US. 322, 326, 99 L. 
Ed. 1122, 75 S. Ct. 865 (1955). Issue preclusion, as 
distinguished from claim preclusion, does not include 
any requirement that the [**16] claim (or cause of 
action) in the first and second suits be the same. Rather, 
application of issue preclusion centers around whether an 
issue of law or fact has been previously litigated. 
International Order of Job's Daughters v. Lindegurgh & 
Co., 727 F.2d 1087, 1091, 220 USPQ 1017, 1019 (Fed. 
Cir. 1984). The underlying rationale of the doctrine of 
issue preclusion is that a party who has litigated an issue 
and lost should be bound by that decision and cannot 
demand that the issue be decided over again. Mother's 
Restaurant, Inc. v. Mama's Pizza, Inc., 723 F.2d 1566, 
1569, 221 USPQ 394, 397 (Fed. Cir. 1983). 

Issue preclusion is appropriate only if: (1) the issue 
is identical to one decided in the first action; (2) the issue 
was actually litigated in the first action; (3) resolution of 
the issue was essential to a final judgment in the first 
action; and (4) plaintiff had a full and fair opportunity to 
litigate the issue in the first action. A.B. Dick Co. v. 
Burroughs Corp., 713 F2d 700, 702, 218 USPQ 965, 
967 (Fed. Cir. 1983), cert, denied, 464 US. 1042, 79 L. 
Ed. 2d 171, 104 S. Ct 707 (1984). 1**171 We address 
these conditions seriatim. 

(1) Identical issue 

The general principle of [issue preclusion] ... is that 
a right, question or fact distinctly put in issue ... cannot 
be disputed in a second suit. Southern Pac. R.R. v. U.S., 
168 US. 1, 48, 42 L. Ed. 355, 18 S. Ct. 18 (1897). Where 
an appellate court has decided a specific question, the 
doctrine of issue preclusion should normally prevent 
relitigation of that issue. In re Herr, 54 C.C.PA. 1315, 



377 F.2d 610, 619, 153 USPQ 548, 555 (CCPA 1967) 
(Rich, J. concurring)- 

Difficulty sometimes arises, however, in delineating 
the issue on which litigation is, or is not, foreclosed. The 
problem involves a balancing of important interests: on 
the one hand a desire not to deprive a litigant of an 
adequate day in court; on the other hand, a desire to 
prevent repetitious litigation of what is essentially the 
same dispute. Restatement (Second) of Judgments § 27 
comment c (1980). 

J*1466J The district court, in its infringement 
analysis, explicidy interpreted the phrase "at least a 
degree of buoyant uplift" in independent [**18] claims 
10 and 21. This phrase is also in reissue claim 15 at issue 
here. In making this determination, the district court also 
interpreted the phrase "buoyant uplift" recited in 
independent claims 14, 19, and 20. The district court 
specifically decided that "buoyant uplift" in the claims 
requires at least neutral buoyancy based on its review of 
the claim language, specification, prosecution history, 
and expert testimony. Freeman, 693 F. Supp. at 144, 9 
USPQ2d at 1121. This court affirmed the trial court's 
interpretation. 

During reexamination, Dr. Freeman admittedly 
amended the reissue claims to avoid this interpretation of 
the claims. The Examiner, in rejecting the claims under 
section 305, predicated the rejection on interpretation of 
the phrase "buoyant uplift." Additionally, the Board, in 
upholding the rejection, based its decision on the district 
court* s "finding and holding with respect to the limitation 
'at least a degree of buoyant uplift. 1 " It is eminently clear, 
therefore, that the identical issue, the interpretation of the 
phrase "buoyant uplift," presented in the district court 
litigation is also present in the reexamination 1**19] 
proceeding. 

(2) Actually decided 

The requirement that the issue have been actually 
decided is generally satisfied if the parties to the original 
action disputed the issue and the trier of fact decided it. 
Mother's Restaurant, 723 F2d at 1569, 221 USPQ at 
397, (quoting Continental Can Co. v. Marshall, 603 F.2d 
590, 596 (7th Cir. 1979)). See Restatement (Second) of 
Judgments § 27 comment d (1980). 

The parties to the district court action disputed the 
meaning of the phrase "buoyant uplift." In fact, the 
district court commented that most of the trial involved 
interpreting this phrase. Freeman, 693 F. Supp. at 142, 9 
USPQ2d at 1119. The district court also resolved the 
meaning of this claim phrase and did so, as explained 
above, in favor of 3M. Therefore, it is clear that the issue 
- the meaning of the phrase "buoyant uplift" - was 
actually decided. 
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(3) Essential to the judgment 

In order to give preclusive effect to a particular 
finding in a prior case, that finding must have been 
necessary to the judgment rendered in the previous 
action. Montana v. United States, 440 US. 147, 153, 59 
L. Ed. 2d 210, 99 S. Ct 970 (1979); [**20] Restatement 
(Second) of Judgments § 27 comment j (1980). The 
purpose of this requirement is to prevent the incidental or 
collateral determination of a nonessential issue from 
precluding reconsideration of that issue in later litigation. 
Mother's Restaurant, 723 FJd at 1571, 221 USPQ at 
398. 

In the context of claim interpretation, this court has 
held that 

judicial statements regarding the scope of 
patent claims are entitled to collateral 
estoppel effect in a subsequent 
infringement suit only to the extent that 
determination of scope was essential to a 
final judgment on the question of validity 
or infringement. 

A.B. Dick Co., 713 FJd at 704, 218 USPQ at 968. This 
court has warned, however, that statements regarding the 
scope of patent claims made in a former adjudication 
should be narrowly construed. Id. Additionally, to apply 
issue preclusion to a claim interpretation issue decided in 
a prior infringement adjudication, "the interpretation of 
the claim had to be the reason for the loss [in the prior 
case] on the issue of infringement." Jackson Jordan, Inc 
v. Plasser American Corp., 747 FJd 1567, 1577, 224 
USPQ 1, 8 (Fed Or. 1984). 1**21] 

As explained above, the issue, interpretation of the 
phrase "at least a degree of buoyant uplift," was actually 
decided in the district court. Additionally, interpretation 
of that phrase to require at least neutral buoyancy of the 
IOL device was necessary to the holding of 
noninfringement. The district court held mat based on its 
interpretation of this phrase, there was no infringement 
by 3M of reissue claims 10, 11, 20, and 21. In fact, the 
district court indicated that if this phrase was not 
interpreted in that manner, all models of 3M's IOLs 
would infringe claims 20 and 21, while all but one would 
infringe claims 10 and 11. Thus, as required [*1467] 
under Jackson Jordan, the interpretation of the phrase 
"buoyant uplift" was the reason for Dr. Freeman's loss on 
the issue of infringement of the reissue claims in the 
district court. Thus, the interpretation of the phrase 
"buoyant uplift" was necessary to the district court's 
judgment. 

Moreover, this is not a case where the second 
proceeding, the reexamination, involving the same issue 



was unforeseen. Because the proceedings in the PTO 
were stayed pending the completion of the district court 
action, Dr. Freeman should have been aware [**22] of 
the possibility that the Board would accord preclusive 
effect to the district court findings. Mothers Restaurant, 
723 FJd at 1572, 221 USPQ at 399. 

(4) Full and fair opportunity to litigate 

To apply issue preclusion, the party against whom 
the estoppel is being asserted must have been accorded a 
full and fair opportunity to litigate in the prior court 
proceeding the very issue he now seeks to relitigate. 
Jackson Jordan, 747 FJd at 1574, 224 USPQ at 7. 
There is no requirement that the parties be the same in 
both instances; preclusion may be invoked in a case 
involving the same plaintiff and either a party or a non- 
party to the first action. Blonder-Tongue Lab., Inc. v. 
University of III Found, 402 US. 313, 28 L. Ed. 2d 788, 
91 S. Ct. 1434 (1971); Jackson Jordan, 747 FJd at 
1575, 224 USPQ at 6. The Supreme Court has stated that 
relitigation of issues is warranted, however, if there is 
reason to doubt the quality, extensiveness, or fairness of 
procedures followed in the prior (**23] litigation. 
Montana, 440 US. at 164 & n.ll (1979). 

Dr. Freeman does not contend that he did not have a 
full and fair opportunity to litigate the scope of the 
reissue claims in the district court proceedings. Indeed, 
the record before us indicates that he had and fully took 
advantage of his opportunity to have this issue decided. 
Additionally, we have no reason to doubt the quality, 
extensiveness, or fairness of the procedures followed in 
the district court To the contrary, the fact that this court 
on appeal affirmed the district court's conclusions 
regarding claim interpretation and noninfringement 
strongly suggests that the district court proceedings were 
not deficient. 

We accordingly conclude that all of the 
requirements for the application of issue preclusion have 
been met We therefore turn our attention to whether the 
doctrine should be applied here. 

Exceptions to application of issue preclusion 

The doctrine of issue preclusion is premised on 
principles of fairness. Blonder-Tongue, 402 U.S. at 349. 
Thus, a court is not without some discretion to decide 
[**24] whether a particular case is appropriate for 
application of the doctrine. A.B. Dick, 713 FJd at 702, 
218 USPQ at 967. Accordingly, under certain 
circumstances, where all of the requirements of issue 
preclusion have been met, the doctrine will not be 
applied. Preclusion will not be effected when the quality 
or effectiveness of the procedures followed in the two 
suits differ. For instance, issue preclusion will not be 
applied if the scope of review of the first action is very 
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narrow. Restatement (Second) of Judgments § 28 
comment d (1980). 

In this vein, Dr. Freeman infers that this court may 
not have agreed with the district court on the merits but 
affirmed that its finding of noninfiingement was not 
clearly erroneous. Dr. Freeman thus implies that review 
of the district court's infringement decision by this court 
was narrow thereby implicating the exception to estoppel 
set out above. However, we note that though this court 
found the district court's infringement determination was 
not clearly erroneous, the underlying issue of claim 
interpretation, being a question of law, was reviewed de 
novo. SRI //i/7 v. Matsushita Elec. Corp. of Am., 775 
FJd 1107, 1118, 227 USPQ 577, 596 (Fed. Cir. 1985) 
[**25] (in banc). Thus, no narrower standard was 
applied to the district court's determination than was 
applied in the instant case. The exception to issue 
preclusion based on such circumstances is thus not 
implicated. 

In addition to not applying the doctrine of issue 
preclusion as outlined above, issue preclusion may be 
inappropriate in subsequent litigation with others when: 

[*1468J (2) The forum in the second 
action affords the party against whom 
preclusion is asserted procedural 
opportunities in the presentation and 
determination of the issues that were not 
available in the first action and could 
likely result in the issue being differently 
determined. 



(8) Other compelling circumstances make 
it appropriate that the party be permitted 
to relitigate the issue. 

Restatement (Second) of Judgments § 29 (1980). 

Dr. Freeman argues that the PTO offers procedural 
opportunities during reexamination that were unavailable 
to him in the prior litigation, namely, the opportunity to 
amend his claims "in response to a decision adverse to 
the patentability of a claim of a patent." under 35 US.C 
§ 305. Thus, according to Dr. Freeman, the availability 
of amending 1**26] the reissue claims during 
reexamination could likely result in the issue sought to 
be precluded being decided differendy. That is, by 
amending the claims, Dr. Freeman's claims could be 
interpreted differently to include less than neutral 
buoyancy IOLs. 

Dr. Freeman is quite correct that the amended 
reexamination claims could be interpreted differently 
man the reissue claims. That is the point However, 



contrary to Dr. Freeman's assertion, his ability to amend 
the claims during reexamination was not unfettered and 
according to the statute could not broaden the scope of 
the claims. 

The reexamination statute provides that anyone at 
any time may request reexamination of any claim of a 
patent based upon prior art patents and printed 
publications. 35 U.S.C. § 301, 302. See also House 
Report No. 66-1307, 96th Cong., 2d Sess. (1980). The 
function of reexamination is to increase the reliability of 
patents thought to be of doubtful validity. In re Etter, 
756 FJd 852, 225 USPQ 1 (Fed. Cir.) (in banc), cert 
denied, 474 U.S. 828, 88 L. Ed. 2d 72, 106 S. Ct 88 
(1985). 1**27] That function is reflected in 35 U.S.C § 
303 which requires the Commissioner to determine that 
there is a substantial new question of patentability before 
a reexamination proceeding can be started. Etter, 756 
FJd at 857, 225 USPQ at 5. Thus, the substantial new 
question of patentability is the focal point of every 
reexamination. 

In Etter, this court noted that the patentee may 
amend the claims during reexamination and that such 
opportunity distinguishes litigation from reexamination. 
Etter, 756 FJd at 857, 225 USPQ at 5. See also In re 
Yamamoto, 740 FJd 1569, 222 USPQ 934 (Fed. Cir. 
1984). However, the ability of a patentee to amend 
claims during reexamination must be seen in light of the 
fundamental purpose of reexamination — the 
determination of validity in light of a substantial new 
question of patentability. Thus, amendment of claims 
during reexamination is limited to amendment in light of 
prior art raising a substantial new question of 
patentability. In re Yamamoto, 740 FJd at 1572, 222 
USPQ at 936 [**28] n5 

n5 Claims may also be amended to comply 
with 35. U.S.C § 112 during reexamination. 
Etter, 756 FJd at 856, 221 USPQ at 4. 

Dr. Freeman has never argued that the amendments 
to the last clause of each of the independent reissue 
claims were made to distinguish those claims from any 
prior art. Rather, during reexamination, Dr. Freeman 
candidly stated that "the claims have been amended in 
this proceeding consistent with [his] amendments and 
purpose in filing the reissue application but now with the 
benefit and knowledge as to how a reader could 
misconstrue [his] intent." It is clear that the amendments 
to the last clause of each of the independent reissue 
claims had nothing to do with a substantial new question 
of patentability. 
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Therefore, although we must agree with Dr. 
Freeman that he had the ability to amend his claims 
during reexamination which was not available to him in 
district court, this difference does not rise to the level of 
|**29] a procedural difference precluding application of 
issue preclusion. The reason is that Dr. Freeman never 
had the option of amending his claims during 
reexamination so that they 1*1469] would be 
"consistent with [his] amendments and purpose in filing 
the reissue application." We therefore hold that 
application of the doctrine of issue preclusion is not 
precluded on the basis of any procedural opportunity 
available in the PTO and not available in the district 
court. 

Dr. Freeman also argues that other compelling 
circumstances make it appropriate that he be permitted to 
relitigate the issue of the scope of the reissue claims 
during reexamination. Specifically, Dr. Freeman argues 
that because the district court's interpretation of the scope 
of the claims was "patently incorrect," application of 
issue preclusion here would be inappropriate. See 
Restatement (Second) of Judgments § 29 comment j 
(1980) and Blonder-Tongue, 402 U.S. at 333-34. We are 



not convinced that the district court's decision was 
patently incorrect. Indeed, a unanimous panel of this 
court expressly held that the district court's claim 
interpretation was not erroneous. [**30] Moreover, the 
Board's disagreement with the district court's 
determination does not render the district court's 
determination incorrect 

CONCLUSION 

Because Dr. Freeman had a full and fair opportunity 
to litigate the identical issue of the meaning of the term 
"buoyant uplift," an issue actually decided in the district 
court and essential to the finding of noninfringement in 
that action, application of issue preclusion is appropriate 
here. Additionally, because there are no circumstances 
precluding application of the doctrine, we agree with the 
Board that the claims are limited to IOLs with at least 
neutral buoyancy. As the amendments to claims 10, 14, 
15, 19, 20, and 21 impermissibly broaden the scope of 
these claims, we affirm the rejection under 35 U.S.C. § 
305. The decision of the Board is affirmed. 

AFFIRMED 
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NOTICE: [*1] THIS DECISION WAS ISSUED AS UNPUBLISHED OR NONPRECEDENTIAL 
AND MAY NOT BE CITED AS PRECEDENT. PLEASE REFER TO THE RULES OF THE FEDERAL 
CIRCUIT COURT OF APPEALS FOR RULES GOVERNING CITATION TO UNPUBLISHED OR 
NONPRECEDENTIAL OPINIONS OR ORDERS. 

PRIOR HISTORY: Marlow Indus, v. Igloo Prods. Corp.. 2002 U.S. Dist. LEXIS 5290 (N.D. 
Tex., Mar. 28, 2002) 



DISPOSITION: Affirmed. 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff patent owner sued defendant manufacturer in the 
United States District Court for the Northern District of Texas for patent infringement. 
The district court granted summary judgment for the manufacturer, finding the patent 
unenforceable. The patent owner appealed. 

OVERVIEW: The patent at issue covered picnic boxes. After the district court construed 
a claim of the patent to require that the picnic box be capable of both heating and 
cooling, the manufacturer asked the United States Patent and Trademark Office (PTO) to 
reexamine the patent. The owner attempted to amend the patent by adding claims 
including a claim covering a picnic box that cooled or heated. The examiner rejected the 
added claims, but the Board of Patent Appeals and Interferences reversed as to the 
"cools or heats" claim. The district court found that the owner committed inequitable 
conduct in failing to disclose to the PTO the district court's claim construction, and the 
appellate court agreed. Merely advising the examiner of the pending infringement action 
did not act to disclose the claim construction. The district court's construction was 
material to the question of whether the "cools or heats" claim impermissibly enlarged the 
patent's scope; the Board's decision on the issue was immaterial to the owner's duty to 
disclose. In light of the binding nature of the district court's construction, there was no 
question of fact concerning whether the owner intended to deceive the PTO. 
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OUTCOME: The district court's judgment was affirmed. 

CORE TERMS: patent, examiner, reexamination, intent to deceive, materiality, picnic, box, 
genuine issue of material fact/inequitable conduct, infringement, cool, summary judgment, 
heat, heating, cooling, unenforceable, amend, infringe, withheld, granting summary 
judgment, mislead, reissue, duty, failure to submit, matter of law, prior claim, impermissibly, 
infringed, correctly, disputed 

LexisNexis (TM) HEADNOTES - Core Concepts - ♦ Hide Concepts 

Civil Procedure > Summary Judgment s Summary Judgment Standard 
HN1 ±An appellate court reviews a district court's grant of summary judgment de novo, 
with all justifiable factual inferences being drawn in favor of the party opposing the 
motion. Summary judgment is appropriate where there is no genuine issue of 
material fact and the moving party is entitled to judgment as a matter of law. Fed. 
R. Civ. P. 56(c). Whether a given factual dispute requires submission to a jury must 
be guided by the substantive evidentiary standards that apply to the case. It is the 
substantive law's identification of which facts are critical and which facts are 
irrelevant that governs whether a genuine issue of material fact exists. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 

HN2 ±lt is well settled that patent applicants are required to prosecute patent 

applications with candor, good faith, and honesty. This duty likewise applies to 
reexamination proceedings. 37 C.F.R. 6 1.555 (2002). A breach of this duty can 
take several forms, including the failure to disclose material information. Further, a 
breach of this duty, when coupled with an intent to deceive or mislead the United 
States Patent and Trademark Office, constitutes inequitable conduct, which, when 
proven, renders the patent unenforceable. 

Patent Law > Inequitable Conduct > Burdens of Proof 

HN3 ±Jo establish a patent owner's inequitable conduct, an infringement defendant must 
show by "clear and convincing evidence" that the owner failed to disclose material 
information with intent to deceive the United States Patent and Trademark Office. 
Once the materiality of the information and the owner's intent to mislead have 
been established, the district court must weigh them to determine whether the 
equities warrant a conclusion that inequitable conduct occurred. Moreover, when 
balanced against high materiality, the showing of intent can be proportionally less. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 

HN4 ± Informing a patent examiner of a pending infringement action is not commensurate 
with bringing to the examiner's attention a district court's prior claim construction 
of the patent or disclosing the court orders embodying that construction. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 

HN5 ±In determining inequitable conduct, materiality is not limited to prior art but 

embraces any information that a reasonable examiner would be substantially likely 
to consider important in deciding whether to allow an application to issue as a 
patent. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 
HN6 ±Jhe standard to be applied in determining whether a reference is "material" is not 
whether the particular examiner of the patent application at issue considered the 
reference to be important; rather, it is that of a "reasonable examiner." Nor is a 
reference immaterial simply because the claims are eventually deemed by an 
examiner to be patentable thereover. 
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Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 
WAf7 ±A patent may be valid and yet be rendered unenforceable due to inequitable 
conduct. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 
wws ±In determining inequitable conduct in a patent application, intent to mislead does 
not require direct evidence, and is typically inferred from the facts. Intent may be 
inferred when a patent applicant knew, or should have known, that withheld 
information could be material to the United States Patent and Trademark Office's 
consideration of the patent application. Intent is most often proven by a showing of 
acts the natural consequences of which are presumably intended by the actor. 

Patent Law > Inequitable Conduct > Materiality, Scienter & Effect 

HN9 ±ln determining inequitable conduct in a patent application, a mere denial of an 

intent to deceive is not sufficient where a patentee faces a high level of materiality 
and proof that it knows or should have known of that materiality. 



JUDGES: Before LOURIE, LINN, and PROST, Circuit Judges. 

OPINIONBY: PROST 

OPINION: 

PROST, Circuit Judge. 

Marlow Industries, Inc. ("Marlow") appeals from the decision of the United States District 
Court for the Northern District of Texas granting summary judgment to Igloo Products Corp. 
and holding Marlow's United States Patent No. 4,726,193 ("the '193 patent"), as amended by 
Reexamination Certificate Bl 4,726,193 ("the first reexamination") and Reexamination 
Certificate US 4,726,193 C2 ("the final reexamination") unenforceable due to Marlow's 
inequitable conduct before the United States Patent and Trademark Office ("PTO"). Marlow 
Indus, v. Igloo Prods. Corp., 2002 U.S. Dist. LEXIS 5290, No. 396-CV-2668-P, 2002 WL 
485698 (N.D. Tex. Mar. 28, 2002). Because the district court did not commit error in 
granting Igloo's motion for summary judgment, we affirm the judgment. 

I 

The '193 patent covers picnic boxes. Independent claim 1 reads in pertinent part "[a] [*2] 
refrigerator/food warmer picnic box apparatus or the like comprising . . . means .-. . for 
selectively heating and cooling and circulating the air in the food compartment picnic box . . . 
-° (emphasis added). Marlow filed an infringement action against Igloo in September 1996 
and cross-moved for partial summary judgment on September 29, 1997, claiming that, as a 
matter of law, several of the contested picnic boxes infringed the patent. 

In an opinion dated April 3, 1998, the district court concluded, "it is obvious that the plain 
meaning of Claim 1 requires that the picnic box be capable of both 'heating and cooling. '" 
Both parties moved the court to reconsider its April 3 order. On September 1, 1998, the 
district court entered an order denying Marlow's motion for reconsideration, but granting 
Igloo's motion in part by vacating its prior ruling that some of the accused picnic boxes 
literally infringed the '193 patent, concluding rather that none of the accused products 
literally infringed the patent. The court left open several issues regarding infringement under 
the doctrine of equivalents. 
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In June 1998, Igloo requested the PTO to reexamine the '193 patent to consider prior [*3] 
art that was not previously considered. Marlow subsequently moved to stay further action in 
the district court until completion of the reexamination proceedings. Igloo's request for the 
final reexamination brought to the examiner's attention the pending infringement litigation in 
the district court between Marlow and Igloo, and included a copy of Marlow's brief in support 
of its September 29, 1997, motion for partial summary judgment. During the reexamination, 
Marlow attempted to amend the patent by adding claims 4 and 5. These claims included 
language that covers a picnic box, which "cools or heats" (independent claim 4) and which 
"only cools" (claim 5, depending from claim 4). The examiner rejected these claims pursuant 
to 35 U.S.C. S 305, which prohibits expanding the scope of the claimed invention during a 
reexamination. 

Marlow then attempted for a second time to amend the patent by adding claims 6 and 7. 
These claims, both depending from claim 1, included language covering a picnic box, which 
"heats and circulates only warm air" (claim 6) and which "cools and only circulates cooled 
air" (claim 7). The examiner again rejected these claims as an attempt [*4] to 
impermissibly broaden the scope of the original patent. Marlow appealed the examiner's 
rejection of its claims, including the rejection of its four proposed amendments, to the Board 
of Patent Appeals and Interferences ("Board"). The Board affirmed the examiner's rejection 
of proposed claims 5-7. However, the Board reversed the examiner's rejection of claim 4 on 
the basis that it, like preexisting claim 1, includes the "selectively heating and cooling" 
language and, thus, cannot be construed as enlarging the scope of the claimed invention. 

In August 2001, Igloo moved for summary judgment in the district court, in which the 
infringement action was pending, alleging that Marlow had committed inequitable conduct by 
failing to disclose to the examiner during the final reexamination of the '193 patent the 
court's prior claim construction of that patent. The district court determined that Marlow had 
failed during the reexamination to provide the examiner with the court's April 3 and 
September 1, 1998 orders, that these orders were material to the reexamination proceeding, 
and that Marlow knew or should have known that a patent examiner would have found such 
information material. The [*5] district court also found that Marlow failed to submit to the 
examiner its motion for reconsideration of the court's April 3 order, but the court did not 
analyze Marlow's inequitable conduct with regard to its failure to submit this document. 
Based upon these findings, the court concluded that Marlow engaged in inequitable conduct 
before the PTO. The district court therefore granted Igloo's motion for summary judgment 
and declared all claims of the '193 patent unenforceable. 

Marlow filed a timely appeal and we have jurisdiction pursuant to 28 U.S.C. S 1295(a)(1) . 
II 

w/viy^yg rev j ew th e district court's grant of summary judgment de novo, with all justifiable 
factual inferences being drawn in favor of the party opposing the motion. See Anderson v. 
Liberty Lobby, Inc.. 477 U.S. 242. 255. 91 L. Ed. 2d 202, 106 S. Ct. 2505 (1986) . Summary 
judgment is appropriate where there is no genuine issue of material fact and the moving 
party is entitled to judgment as a matter of law. See Fed. R. Civ. P. 56(c) . Under Anderson, 
whether a given factual dispute requires submission to a jury must be guided by the 
substantive evidentiary standards that [*6] apply to the case. 477 U.S. at 255 . It is the 
substantive law's identification of which facts are critical and which facts are irrelevant that 
governs whether a genuine issue of material fact exists. Id. at 247-48 . 

** N2 ?It is well settled that patent applicants are required to prosecute patent applications 
"with candor, good faith, and honesty." Molins PLC v. Textron, Inc., 48 F.3d 1172, 1178, 33 
USPQ2d 1823, 1826 (Fed. Cir. 1995) . This duty likewise applies to reexamination 
proceedings. 37 C.F.R. S 1.555 ( 2002). A breach of this duty can take several forms, 
including the failure to disclose material information. Molins, 48 F.3d at 1178, 33 USPQ2d at 
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1826 . Further, a breach of this duty, when coupled with an intent to deceive or mislead the 
PTO, constitutes inequitable conduct, which, when proven, renders the patent unenforceable. 
Id. at 1178, 33 USPQ2d at 1827 , 

hn3^j q establish Marlow's inequitable conduct, Igloo must show by "clear and convincing 
evidence" that Marlow failed to disclose material information with intent to deceive the PTO. 
Kinqsdown Med. Consultants, Ltd. v. Hotlister, Inc., 863 F.2d 867, 872, 9 USPQ2d 1384, 
1389 (Fed. Cir. 1988) ; [*7] FMC Corp. v. Manitowoc Co., 835 F.2d 1411, 1415, 5 USPQ2d 
1112, 1115 (Fed. Cir. 1987) . Once the materiality of the information and Marlow's intent to 
mislead have been established, the district court must "weigh them to determine whether the 
equities warrant a conclusion that inequitable conduct occurred." Molins. 48 F.3d at 1178. 33 
USPQ2d at 1827 . Moreover, when balanced against high materiality, the showing of intent 
can be proportionally less. Brasseler, U.S.A. I r LP. v. Stryker Sales Corp.. 267 F.3d 1370, 
1381, 60 USPQ2d 1482. 1488 (Fed. Cir. 2001) . 

On appeal, Marlow maintains that the district court erred in granting summary judgment to 
Igloo because it raised genuine issues of material fact. According to Marlow, the district court 
impermissibly weighed the evidence regarding its failure to disclose information to the PTO, 
the materiality of the allegedly withheld information, and Marlow's intent to deceive the PTO. 
Igloo counters that Marlow has no additional evidence to offer that would warrant changing 
the district court's determination or that would otherwise merit further proceedings. After 
drawing all justifiable inferences [*8] in favor of Marlow, we conclude that there are no 
genuine issues of material fact with regard to Marlow's inequitable conduct and Igloo is 
entitled to judgment as a matter of law. 

A 

Marlow first argues that a genuine issue of material fact exists with regard to whether it 
withheld any information relating to the district court action from the PTO during the final 
reexamination. In this regard, Marlow notes that it advised the examiner that the '193 patent 
was the subject of an infringement action pending before the district court, the examiner was 
provided with copies of the particular documents relating to those proceedings which Igloo 
believed relevant to the final reexamination, and the entire record was made available to the 
examiner by Marlow's and Igloo's disclosures. 

Igloo maintains that Marlow never once apprised the examiner of the substance of the district 
court's claim construction of the '193 patent or even of the fact that the court had construed 
the patent. Igloo specifically contends that the district court correctly found that Marlow 
failed to submit the three disputed documents to the examiner. 

The district court did not err in concluding that there was no genuine [*9] issue of material 
fact with respect to Marlow's failure to submit copies of the disputed documents to the 
examiner during the final reexamination. In its responses to Igloo's Requests for Admission 
Nos. 92-94, Marlow admitted that at the time of the issuance of the final reexamination, the 
file wrapper did not include copies of these: documents. We reject Marlow's argument that a 
genuine issue of material fact exists as to whether it withheld any information relating to the 
infringement action from the PTO. ^^^Informing the examiner of the pending infringement 
action is not commensurate with bringing to the examiner's attention the district court's prior 
claim construction of the patent or disclosing the court orders embodying this construction. 
See Rohm 8i Haas Co. v. Crystal Chem. Co., 722 F.2d 1556, 1572-73, 220 USPO 289, 302 
(Fed. Cir. 1983) (concluding that a presumption that an examiner was able to find, with his 
expertise and adequate time, the critical data when he was presented with a "mountain of 
largely irrelevant data" ignores the real world conditions under which examiners work). 
Moreover, the only document from the infringement litigation submitted to the [*10] 
examiner was Marlow's motion for partial summary judgment filed on September 25, 1997, 
which was included as an exhibit to Igloo's request for reexamination. This document, 
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however, was filed in the district court more than six months prior to the court's initial 
construction of the '193 patent and, thus, had no bearing on the scope of the claims at issue 
during the reexamination proceedings. 

B 

Marlow next argues that a genuine issue of material fact exists with regard to the materiality 
of the district court's claim construction orders. HN5 + n Materiality is not limited to prior art but 
embraces any information that a reasonable examiner would be substantially likely to 
consider important in deciding whether to allow an application to issue as a patent." GFI, Inc. 
v. Franklin Corp.. 265 F.3d 1268. 1273. 60 USPQ2d 1141, 1143 (Fed. Cir. 2001) (emphasis 
in original); 37 C.F.R. 5 1.56(b) (2002) . 

Marlow contends that in reaching its finding that its previous orders were material to the 
examiner's final reexamination of the '193 patent, the district court erroneously assumed 
that: (1) the construction of claim 1, and thus claim 4, applied by the [*11] Board was in 
conflict with the district court's construction of claim 1; and (2) Marlow was attempting 
during the reexamination to avoid the district court's requirement that to infringe the '193 
patent an accused device had to be capable of both heating and cooling. According to 
Marlow, it argued to the examiner that claim 1 could not require both "simultaneous" heating 
and cooling because that would be physically impossible, which is not inconsistent with the 
district court's interpretation of the claim. 

Igloo responds that the district court correctly concluded that the disputed documents were 
material to the final reexamination because: (1) they bore directly on the scope of the claims 
that Marlow attempted to amend; and (2) Marlow's interpretation of the patent asserted 
before the examiner was inconsistent with the district court's construction of the patent and 
Marlow's acquiescence to that construction. 

The district court did not err in concluding that there was no genuine issue of material fact 
with respect to the materiality of the April 3 and September 1, 1998, orders to the final 
reexamination from the standpoint of a reasonable examiner reviewing Marlow's proposed 
amendments. [*12] Faced with Marlow's attempts to amend claim language in the '193 
patent, the examiner had to first construe the scope of the claims, including the specific 
language covering picnic boxes that are capable of both "heating and cooling," to determine 
whether the proposed "cools or heats" language would impermissibly enlarge the scope of — 
the patent. See 35 U.S.C. 6 305(a) (2002) . In addition, the district court's two previous —AT' 
orders construing the '193 patent and concluding that picnic boxes that only cooled did not 
infringe the patent were binding on the examiner under the doctrine of issue preclusion. See 
In re Freeman. 30 F.3d 1459, 1466-69. 31 USPQ2d 1444. 1448-51 (Fed. Cir. 1994) 
(concluding that the Board was bound by the district court's prior interpretation of the reissue 
claims under the doctrine of issue preclusion), thus, a reasonable examiner would have been 
substantially likely to consider these two orders important in deciding whether to allow the 
amendments to issue. 

Moreover, contrary to Marlow's assertion, whether or not the Board, applying the same 
construction of claim 1 as the district court, found claim 4 equivalent in [*13] scope to 
claim 1 is irrelevant to the materiality inquiry. This court has articulated the materiality 
criterion as follows: 

HN6 TThe standard to be applied in determining whether a reference is "material" 
is not whether the particular examiner of the application at issue considered the 
reference to be important; rather, it is that of a "reasonable examiner." Nor is a 
reference immaterial simply because the claims are eventually deemed by an 
examiner to be patentable thereover. 
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Molins, 48 F.3d at 1179, 33 USPQ2d at 1828 (citation omitted); Perseptive Biosystems. Inc. 
v. Pharmacia Biotech. Inc.. 225 F.3d 1315. 1322. 56 USPQ2d 1001, 1006 (Fed. Cir. 2000) 
(stating that HW7 ?a patent may be valid and yet be rendered unenforceable due to 
inequitable conduct). Thus, that the Board's interpretation of the '193 patent may have been 
consistent with the district court's previous construction does not eviscerate the materiality of 
the previous orders from the viewpoint of a reasonable examiner in the first instance. Here, a 
reasonable examiner reviewing Marlow's proposed amendments would have considered the 
district court's prior construction of that patent [*14] important. 

C 

Lastly, Marlow argues that a genuine issue of material fact exists with regard to Marlow's 
intent to deceive the PTO. H/V8 7lntent to mislead does not require direct evidence, and is 
typically inferred from the facts. GFL 265 F.3d at 1274, 60 USPQ2d at 1144 . Intent may be 
inferred when a patent applicant knew, or should have known, that withheld information 
could be material to the PTO's consideration of the patent application. Critikon, Inc. v. Becton 
Dickinson Vascular Access. Inc.. 120 F.3d 1253, 1256-57. 43 USPQ2d 1666. 1668-69 (Fed. 
Cir. 1997) ; Brasseler, 267 F.3d at 1375-76, 60 USPQ2d at 1484 ; Merck & Co. v. Danburv 
Pharmacal, Inc.. 873 F.2d 1418. 1422. 10 USPQ2d 1682, 1686 (Fed. Cir. 1989) (stating that 
intent is most often proven by a showing of acts the natural consequences of which are 
presumably intended by the actor). 

Marlow argues that a factual dispute exists with regard to its alleged intent to deceive the 
PTO. According to Marlow, the district court found intent by incorrectly assuming that claim 4 
is broader than claim 1 and by disregarding the affidavit of Marlow'is attorney denying 
an [*15] intent to deceive. 

Igloo argues that the district court correctly concluded that Marlow acted with intent to 
deceive the PTO. According to Igloo, Marlow knew, or should have known that the examiner 
would have considered the district court's claim construction of the '193 patent (specifically 
its holding that cool only or heat only devices cannot infringe the '193 patent) material to 
Marlow's attempts to add claims directed to cool only or heat only devices. Igloo further 
contends that the affidavit of Marlow's counsel does not create a genuine issue of fact as to 
Marlow's intent because it consists of mere denials of an intent to deceive. 

The district court did not err in concluding that there was no genuine issue of material fact 
with respect to Marlow's intent to deceive the PTO by failing to submit the district court's 
prior orders construing the claims of the '193 patent when it proposed amended language 
during the final reexamination. The same attorney represented Marlow before the district 
court in this case and before the PTO during the final reexamination proceedings. See 
Critikon, 120 F.3d at 1257. 43 USPQ2d at 1669 (noting that the patent counsel who 
were [*16] handling the reissue proceedings were keenly aware of the ongoing district 
court litigation and the issues involved prior to the resolution of the reissue proceedings). 
Yet, despite the district court's prior holding that a picnic box had to both heat and cool to 
infringe the '193 patent, Marlow proposed claims using the disjunctive language of "cools or 
heats." See In re Freeman. 30 F.3d at 1465, 31 USPQ2d at 1448 (stating that "given the . 
interpretation of the district court during the infringement litigation, it is clear that the "^n 
amendments to the independent claims during reexamination attempted an end run around 
the [district court's] interpretation"). Under these circumstances and in light of the binding 
nature of the district court's prior claim construction, Marlow's failure to submit the April 3 
and September 1, 1998, orders leads to a finding that Marlow intended to deceive the PTO. 
As the district court recognized when considering Igloo's inequitable conduct motion, Marlow 
should have known that a patent examiner would have found the two prior court orders 
considering the construction of the '193 patent material to the reexamination. Indeed, during 
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the [*17] pendency of the reexamination, Igloo's counsel twice reminded Marlow by letter 
of its duty to disclose the district court's claim construction to the examiner. The only 
evidence Marlow offers to negate a finding of an intent to deceive is an affidavit from its 
counsel denying such deceitful intent. However, HN91 fa mere denial of an intent to deceive is 
not sufficient where a patentee faces a high level of materiality and proof that it knows or 
should have known of that materiality. Critikon, 120 F.3d at 1257, 43 USPQ2d at 1669 (citing 
FMC Corp., 835 F.2d at 1415, 5 USPQ2d at 1116 ). 

CONCLUSION 

In sum, we conclude that viewing the evidence in the light most favorable to Marlow, there is 
no genuine issue of material fact as to the materiality of the district court's April 3 and 
September 1, 1998, orders to the final reexamination of the '193 patent and Marlow's intent 
to deceive the PTO. Furthermore, the district court did not abuse its discretion in holding the 
'193 patent unenforceable. Accordingly, we affirm the district court's order granting summary 
judgment of invalidity to Igloo. 
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